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Art Unit: 3653 

DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1. Claims 12-14 are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. Patent No. 6,220,592 (Watanabe et al.)(hereinafter "Watanabe et al."). 

Regarding claim 12, Figs. 1-62 of Watanabe et al. show a sheet processing 
apparatus (Fig. 1) comprising: 

a compiling tray (12) for receiving and stacking sheets from a leading end side in 
a sheet-discharging direction, the sheets being conveyed through and discharged from 
a conveyance guide (16); 

a longitudinal reference wall (33) for performing alignment of sheets stacked on 
the compiling tray (12) by aligning rear ends of the sheets, the longitudinal reference 
wall (33) being provided in a direction opposite to the sheet-discharging direction; 

a first moving-aside unit (including 32) for moving the sheets aside toward the 
longitudinal reference wall (33) at a rear end side of the sheets supplied to the compiling 
tray (12); and 
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a second moving-aside unit (including 31 and 20) for moving the sheets aside 
toward the longitudinal reference wall (33) at a leading end side of each of the sheets, 
wherein the second moving-aside unit (including 31 and 20) is provided closer to the 
leading end side than the first moving-aside unit (32); 

a part (31) contacting the sheets of the second moving-aside unit (including 31 
and 20) moves between an upper position and a lower position (e.g., moves between 
upper and lower positions during rotation of element 31 , as shown in Fig. 14); 

a conveyance force of the second moving-aside unit (including 31 and 20) is 
used for moving the sheets aside toward the longitudinal reference wall (33), and set 
therein in such a way as to be variable; 

the second moving-aside unit (including 31 and 20) changes a first state into a 
second state having a weaker conveyance force than that of the first state so as 
to change the upper position and the lower position, when an amount of the 
sheets discharged from the leading end side of the sheets and stacked on the 
compiling tray exceeds a predetermined amount ; and 

the second moving-aside unit (including 31 and 20) changes the first state into 
the second state in an amount less than the predetermined amount when the 
sheets on which a folding is performed are discharged from the leading end side 
of the sheets and stacked on the compiling tray . 

Regarding the recitation "said second moving-aside unit changes a first state 
into a second state having a weaker conveyance force than that of the first state 



Application/Control Number: 10/654,941 Page 4 

Art Unit: 3653 

so as to change the upper position and the lower position, when an amount of the 
sheets discharged from the leading end side of the sheets and stacked on the 
compiling tray exceeds a predetermined amount ", the above-noted bolded portion of 
this recitation contains "conditional limitations" that need not ever occur, (emphasis 
added). For example, if an amount of the sheets discharged from the leading end side 
of the sheets and stacked on the compiling tray does not exceed the predetermined 
amount, the conditional limitations are never satisfied and there is no requirement for 
the second moving-aside unit to change from the first state to the second state as 
recited in claim 12. Since the above-noted bolded portion of this recitation contains 
conditional limitations that need not ever occur, this bolded portion of the recitation 
does not distinguish claim 12 from the prior art apparatus of Watanabe et al. 

Regarding the recitation "said second moving-aside unit changes the first state 
into the second state in an amount less than the predetermined amount when the 
sheets on which a folding is performed are discharged from the leading end side 
of the sheets and stacked on the compiling tray ", the above-noted bolded portion of 
this recitation contains "conditional limitations" that need not ever occur, (emphasis 
added). For example, if an amount of sheets discharged is less than the predetermined 
amount and no folding is performed on such sheets, the conditional limitations are 
never satisfied and there is no requirement for the second moving-aside unit to change 
from the first state to the second state as recited in claim 12. Since the above-noted 
bolded portion of this recitation contains conditional limitations that need not ever occur, 
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this bolded portion of the recitation does not distinguish claim 12 from the prior art 
apparatus of Watanabe et al. 

In other words, if an amount of sheets discharged does not exceed the 
predetermined amount and this small amount of sheets that is discharged is not folded, 
none of the conditional limitations above are met and there is no requirement for the 
second moving aside unit to change at all. Thus, Watanabe et al. meets all of the 
limitations of claim 12 as now amended. 

Regarding claim 13, Figs. 13-15 of Watanabe et al. show that the second 
moving-aside unit (including 31 and 20) is enabled to move in a direction of thickness of 
a sheet bundle accommodated in the compiling tray (12). 

Regarding claim 14, Figs. 13-15 of Watanabe et al. show that the second 
moving-aside unit (including 31 and 20) changes a position thereof in a direction of 
thickness of a sheet bundle according to the sheet bundle stacked on the compiling tray 
(12). See also column 14, lines 12-21 of Watanabe et al. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1 and 4-5 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Watanabe et al. in view of U.S. Patent No. 6,371 ,471 (Fukazu et al.). 
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Regarding claim 1, Figs. 1-62 of Watanabe et al. show a sheet processing 
apparatus (Fig. 1) comprising: 

a compiling tray (12) for forming a sheet bundle by sequentially collecting sheets 
supplied thereto; 

a sheet alignment portion (including 33) for aligning sheets supplied to the 
compiling tray (12); and 

a pressing member (including 17b), provided in such a way as to be able to 
advance and retract in a direction of thickness of the sheets collected in the compiling 
tray (12), for holding sheets already collected in the compiling tray (12) and aligned in 
the sheet alignment portion (including 33) when a new sheet is supplied to the compiling 
tray (12); and 

a controller that controls the pressing member (including 17b) according to a 
thickness of sheets collected on the compiling tray (12). See e.g., column 14, lines 14- 
30. 

Moreover, the pressing member (including 17b) is provided in such a way as to 
advance and retract between an advancing position (Fig. 13), at which the pressing 
member (including 17b) presses sheets on the compiling tray (12), and a retreating 
position (Fig. 14) at which the pressing member (including 17b) does not hinder the 
sheets on the compiling tray (12) from being discharged therefrom. 
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Also, the pressing member (including 17b) is provided at a downstream side of a 
supplying direction of the sheets above the compiling tray (12). 

Moreover, Figs. 1-62 of Watanabe et al. show a guide member (20), provided in 
such a way as to be able to be interlocked with the pressing member (including 17b), for 
guiding a sheet newly supplied to the compiling tray when the pressing member is 
moved to the advancing position. 

More specifically, Figs. 1-62 of Watanabe et al. show a guide member (20), 
provided in such a way as to be able to be interlocked with the pressing member 
(including 17b). Moreover, in the recitation "a guide member, provided in such a way as 
to be able to be interlocked with said pressing member, for guiding a sheet newly 
supplied to said compiling tray when said pressing member is moved to the 
advancing position", the above-noted bolded portion of this recitation is a "statement 
of intended use". It has been held that a recitation with respect to the manner in which 
a claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus satisfying the claimed structural limitations. 

In addition, the Watanabe et al. patent discloses that papers are supplied to the 
Watanabe apparatus from an image forming apparatus. See e.g., column 1, lines 5-10. 
Moreover, Watanabe et al. discloses that advancing and retracting operations of the 
pressing member (including 17b) vary according to the thickness of the sheets on the 
compiling tray (12). See e.g., column 14, lines 14-30. However, Watanabe et al. does 
not specifically show that advancing and retracting operations of the pressing member 
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vary according to whether or not folding is performed on sheets newly supplied to the 
compiling tray, as claimed. 

The Fukazu et al. patent discloses that it is well known to supply sheets to a 
sheet processing apparatus (500) from an image forming apparatus (300) via a folder 
(400), for the purpose of folding the sheets prior to supplying such sheets to the sheet 
processing apparatus (500). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to provide the Watanabe et al. apparatus on an 
image forming apparatus having a folder for the purpose of folding the sheets prior to 
supplying such sheets to the Watanabe et al. apparatus, as taught by Fukazu et al. 
Providing the Watanabe et al. apparatus on an image forming apparatus having a folder 
will result in folded sheets being supplied to the Watanabe et al. apparatus. Since the 
advancing and retracting operations of the pressing member (including 17b) vary 
according to the thickness of the sheets on the compiling tray (12) and folded sheets 
from the folder have a greater thickness than non-folded sheets, the advancing and 
retracting operations of the pressing member will vary according to whether or not 
folding is performed on sheets newly supplied to the compiling tray, as claimed. In 
other words, folding will result in thicker sheets added to the compiling tray (12), which 
will then cause the pressing member to operate based on these thicker sheets. Thus, 
all of the limitations of claim 1 are met. 

Regarding claim 4, providing the Watanabe et al. apparatus on an image forming 
apparatus having a folder, in a manner as taught by Fukazu et al., will result in the 
advancing and retracting operations of the pressing member (including 17b) varying 
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according to what supply portions supply new sheets to the compiling tray (1 2). More 
specifically, the image forming apparatus can supply (1) thin non-folded sheets directly 
to the compiling tray (12) by bypassing the folding operation in the folder or (2) thick 
(i.e., folded) sheets from the image forming apparatus and the folder. Such thick or thin 
sheets will result in variation of the advancing and retracting operations of the pressing 
member (including 1 7b). Thus, all of the limitations of claim 4 are met. 



Regarding claim 5, as best understood, Figs. 1-62 of Watanabe et al. show that 
the pressing member (including 17b) presses sheets already collected on the compiling 
tray (12) before a leading end of a sheet newly supplied to the compiling tray (12) 
touches the sheets already collected thereon, and wherein the pressing member 
(including 17b) goes away from the collected sheets before a rear end of the newly 
supplied sheet is discharged onto the compiling tray (12). 

Response to Arguments 

3. Applicant's arguments filed 6/1 3/2008 have been fully considered but they 
are not persuasive. 

Applicant argues. 

Newly amended independent claim 1 recites, in part, "advancing and 
retracting operations of said pressing member vary according to whether 
or not folding is performed on sheets newly supplied to said compiling 
tray; said pressing member is provided at a downstream side of a 
supplying direction of said sheets above said compiling tray, and a guide 
member, provided in such a way as to be able to be interlocked with said 
pressing member, for guiding the sheets newly supplied to said compiling 
tray when said pressing member is moved to the advancing position." 
Similarly, newly amended independent claim 12 recites, in part, "a 
conveyance force of said second moving-aside unit is used for moving 
said sheets aside toward said longitudinal reference wall, and set therein 
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in such a way as to be variable; and said second moving-aside unit 
changes a first state into a second state having a weaker conveyance 
force than that of the first state so as to change the upper position and the 
lower position, when an amount of the sheets discharged from the leading 
end side of the sheets and stacked on the compiling tray exceeds a 
predetermined amount; and said second moving-aside unit changes the 
first state into the second state in an amount less than the predetermined 
amount when the sheets on which a folding is performed are discharged 
from the leading end side of the sheets and stacked on the compiling 
tray." Watanabe or Fukazu, whether taken alone or in combination, fail to 
teach or suggest at least these features of claims 1 and 12. 
As pointed out in M.P.E.P. § 2143.03, all the claimed limitations must be 
taught or suggested by the prior art to establish prima facie obviousness 
of a claimed invention. Because Watanabe and Fukazu, whether taken 
alone or in combination, fail to teach or suggest each feature of newly 
amended independent claims 1 and 12, the rejection under 35 U.S.C. § 
103 (a) should be withdrawn. Furthermore, claims 4-5 and 13-14 depend 
from one of independent claims 1 or 12. Accordingly, claims 4-5 and 13- 
14 are allowable because of the additional features they recite and the 
reasons stated above. 



In response, Watanabe et al. in view of Fukazu et al. meets all of the limitations 
of the amended claims 1 , 4 and 5, as explained in detail in the above rejections of these 
claims. Each of the limitations in these claims is explained above. 

Applicant's arguments with respect to claims 12-14 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

5. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to THOMAS A. MORRISON whose telephone number 
is (571 )272-7221 . The examiner can normally be reached on M-F, 8am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Mackey can be reached on (571) 272-6916. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Patrick H. Mackey/ 
Supervisory Patent Examiner, Art 
Unit 3653 
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